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Administrative Trademark Judges.

Opinion by Wolfson, Administrative Trademark Judge:

Eben McGarr (0OApplicant 6) filed an applica
Register the standard character mark MAD MONSTER PARTY ( 0 MONSTER
PARTYO6 di slcadnad mehde design mark depicted bel ov

disclaimed) :

1 Application Serial No. 87333442 was filed February 13, 2017 under Section 1(a) of the
Trademark Act, 15 U.S.C. 8§ 1051(a) ,on t he basis of Applicantds all ¢
and first use in commerce of June 1, 2010.
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f o 1Orgamizing exhibitions for educational and entertainment purposes services,

namely, organizing and conducting conventions in the fields of horror and popular

culture, 6 in Intérnational Class 41.
Applicant also filed an application on the Principal Register to register the mark

depicted below ( 0 MONSTERGS6 di scl ai med)

f o Genéral feature magazinei n t he field of horror and pop

Class 16.3

2 Application Serial No. 87333464 was filed on February 13, 2017, supported by the same
allegationsofuse. The mar k i s des c The malkdconaists of the Wording s®lad 0
Monster Party Goutlined to appear as liquid dripping from the words ~ ®ad Mons ter 6and where

the @0din Monster dis the head of a monster, the wording @arty &is in a different font and to

the right of the word @arty 6is a martiniglass. 6 Col or is not c¢l ai med as

3 Application Serial No. 87328584, filed Febru ary 8, 2017 under Section 1(a) of the Trademark
Act, 15 U.S.C. § 1051(a), alleging dates of first use of March 1, 2010 and first use in commerce
of April 8, 2011. The mark is described as follows: 0 e mark consists of the wording &lad
Monster dwith the ®adn dMonster Goeing a monster head and the letters outlined with dripping
liquid. 6 Color is not claimed as a feature of the mark.

a
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Monster Energy Company (Opposer) filed notice s of opposition against the
registration of Appli cant 6s mar ks . 4 The nbtcesBoadd B2 registered
marks encompassing or including the terms MONSTER ENERGY or MONSTER in
connection with energy drinks, supplements , fruit juice and soft drinks; clothing,
sports bags and stickers; and the services o f promoting sports and music events and
competitions for others . Opposer attached status and title copies of the pleaded
registrations to its notice s of opposition.

As grounds for opposition, Opposer claims its marks are famous and have been

used and prom oted as a family of marks for the registered goods , related promotional

it ems, and in association with oOsponsoring
|l ive events such as concert s, music festival

1 TTABVUE 11. Opposer further claims that Appl i cant 0s mar ks

Opposerd6s mar ks as to be I|likely, when
services, to cause confusion, or to cause mistake or deception under Section 2(d) of
the Trademark Act, 15 U.S.C. § 10 52(d). 1 TTABVUE 19.

Appl i cant & g0 the metieees rof opposition generally deny the salient
allegations. 4 TTABVUE. Each party filed a trial brief and Opposer filed a reply

brief.5> For the reasons discussed below, we dismiss the opposition s.

4Citations to TTABVUE are to the Boardos public

the appeal in Opp. No. 91239678, the parent case, available at www.uspto.gov. The first
number represents the docket number and any second number represents the page in the
TTABVUE electronic proceeding file.

0pposerds brief is at 72 TTABVUE (confidenti al

i S at 76 TTABVUE. Applicant ds brief i's at
TTABVUE).

mu

S

o

o

(0]

vV e

T



Opposition Nos. 91239678 and 91244601

. The Record

The record includes the pleadings and, by operation of Trademark Rule 2.122(b),
37 C.F.R. 8§ 2.122(b), the file s of the involved application s. In addition, the parties
introduc ed the following evidence.

A.Opposerds Evidence
1. Pleaded registrations

Opposer properly made of record copies of its 12 pleaded registrations by
submitting with its  notices of opposition printouts of the registrations from the
US P T Obraademark Electronic Search System (TESS) . Those registrations are
identified below by regis tration number, year of issue, mark (in standard characters
except in three instances as noted), and abbreviated descriptions of their respective
goodsor services:

1 Reg. No.4721433 (2015) for the mark MONSTER ENERGY for
promot i onalin thes sports cmosorsports, electronic
sports, and music industries G gpromoting sports and music
events and competitions for others 06;

1 Reg. No. 3044315 (2006) for the mark MONSTER ENERGY for
nutritional supplements

1 Reg. No. 4036680 (2011) for the mark MONSTER ENERGY for
nutritional supplements ;

1 Reg. No. 4036681 (2011) for the mark MONSTER ENERGY for
energy drinks ;

1 Reg. No. 3057061 (2006) for the mark MONSTER ENERGY for
fruit juice drinks ; carbonated drinks ;

60OnJune 9, 2023, Opposer filed a request for express abandonment of the Section 15 affidavit
portion of the declaration it filed under Trademark Act Sections 8 and 15, 15 U.S.C. §§ 1058

& 1065, for Reg. No. 4721433, which Opposer had filed on April 22, 2020. The Director
granted the petition on August 24, 2023.
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1 Reg. No. 3959457 (2011) for the mark JAVA MONSTER for
beverages,

1 Reg. No. 3044314 (2006) for the mark M MONSTER ENERGY
for nutritional supplements ;

1 Reg. No. 3852118 (2010) for the mark LO-CARB MONSTER
ENERGY for nutritional supplements ; energy drinks ;

1 Reg. No. 3134842 (2006) for the mark M MONSTER ENERGY

for energy drinks ;

decals.

2. Notices of Reliance

a. First Notice of Reliance on Appl i cant s responses t
Opposerfds discovery requests (interroga
production of documents , and requests for admissions) and

copi es of Epepatsfiedvatls thelSecurity and

Exchange Commission from 2002 -2020. 34-41 TTABVUE,

Exhibits 1 -47.

b. Second Notice of Reliance on copies of generally available
printed publications. 42 -3 TTABVUE, Exhibits 48 -64.

c. Third Notice of Reliance on printouts from Opposer 0 and
thrd-parti eso I nt egrpmedst swedrsi tOgpsposer s

7 This mark is sometimes hereinafter referred to as the MONSTER ENERGY and claw design
mark.
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Facebook, Instagram, YouTube, and Twitter pages ; a post

from athird-party Facebook

California  trademark registration for the
MONSTER 8 and its federal registration for the

unpleaded

mark MPNITER s 44 5 17ABVUE, Exhibits 65 -99.

d. Fourth Notice of Reliance on excerpts from the May 25,
2021 discovery deposition of Eben McGarr under Fed. R.
Civ. Pro. 30(b)(6) and selected exhibits. 46 TTABVUE,

Exhibits 100 -112.

e. Rebuttal Notice of Reliance on Exhibits 113 -16 from the

cross-examinati on deposition of Eben McGarr.

63

TTABVUE, confidential Exhibit 114  at 64 TTABVUE .

3. Testimony

a. Declaration o f Opposer 0s

C h aGhiefma n

Executive Officer Rodney Sacks. 47-50 TTABVUE (public

version); 51-53 (confidential version), Exhibits 1 -59.10

8Cal i f . Reg. No. 108124, i ssued

soft drinks and soft drinks enhanced with vitamins, minerals, nutri

ents, amino acids and/or

her bs, aerated water, soda water
on April 24, 2012. 45 TTABVUE 15. There is no evidence in the record that it was renewed.

9 This opposition was filed in 2018. Opposer & application for

MPNSTER

and seltzer

alcoholic beverages, namely, soft drinks, energy drinks, sports drinks, and fruit juice drinks ,
was filed December 13, 2017, but was not mentioned in the notice of opposition . However,
OMONSTER E 6was listed as a common law mark in  paragraph 2, 1 TTABVUE 10 , and Reg.
No. 6451182 issued from the application on August 17, 2021, prior to the opening of trial. It

has thus been considered as part of the record. Cf. Nkanginieme v. Appleton , 2023 USPQ2d

277, at*4 -8 (TTAB 2023) (ifplainti f f ds pl eaded application

trial opens and defendant does not counterclaim to cancel it, plaintiff may rely on that
registration). The description of the mark reads: 06The mark consists of the stylized term
MONSTER 0dwith a slash mark through the letter &3 Cadlor is not claimed as a feature of the

mark.

10 Many of the exhibits in the Notices of Reliance submitted by Opposer are duplicate s.
Mc Gyadeclarat®n .c onf i d €
67 TTABVUE. The parties are admonished that submitting duplicate copies of trial evidence
is extremely wasteful of ashvel aBraiaative & sloppyipractice e d
Every page filed with the Board carries a unique TTABY  UE docket entry and page number
that facilitates the handling of evidence and should be used to refer back to earlier -filed
material. See TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) 8§
801.01 (2023); see alsoTurdin v. Trilobite, Ltd. , 109 USPQ2d 1473, 1476 n.6 (TTAB 2014)

Applicant also submitteda dupl i cate version

of

and

April 24, 2002

f oron-0on

)

page; and copies o
mark

for

wat e

mat ur es

res ol
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b. Rebuttal Declaration of Rodney Sacks. 65 TTABVUE
(public version), 66 TTABVUE (confidential version),
Exhibits 60 -1 (confidential Exhibit 60 at 66 TTABVUE).

c. Cross-examination testimony of Eben McGarr taken
June 6, 2022. 70 TTABVUE, Exhibits 1 -15, confidential
version of certain exhibits at 71 TTABVUE.

Copies of registration certificate s for the unpleaded mark s MONSTER ASSAULT

i

for beverages (Reg. No. 6734053); "I for sports helmets (Reg. No. 3914828);
m:ﬂmﬂjTER m*i,‘l!ﬂﬁjﬁ?ﬂ
for wristbands and bracelets (Reg. No. 4332062); and for

lanyards (Reg. No. 4660598)werei ncl uded wi t h nOtgeobrslianced. 84
TTABVUE 94 -113. Although we accept the record copies of the certificates of
registration for these additional marks for whatever probative value they may have
under the DuPont factors, we do not accord them any weight in establishing priority
or entitlement on behalf of Opposer. Ricardo Media Inc. v. Inventive Software, LLC,
2019 USPQ2d 311355, at *1 n.5 (TTAB 2019) (unpleaded registration may be
considered like third -party registrations) .

Opposer also improperly claims to have included in the record copies of the

ocorrespondi ng forfboth its pleades arm runpleagsled registrations. 73

(Board primarily uses TTABVUE in reviewing evidence, thus citations to material or
testimony in the record that has not been designated confidential should include the
TTABVUE docket entry and page number) . Further, the par ties havefailedto us e t he
designated system of citation i n t hei r brief s, whi ch al so

locate relevant evidence. The Board urges the parties to refer to TTABVUE in citing the
evidentiary record in all future cases, f ailing which the Board may refuse to consider the
submission or require the offending party to  refile it to correctly cite to TTABVUE.

Boar do
obstru
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TTABVUE 11. There are no file histories in the r1ec

Opposer is directed to review TBMP § 704.03(b)(1)(A), which explains how a  plaintiff
may make the file history of a pleaded registration of record. Opposer is cautioned
against overstati ng the record on appeal in any future proceedings it may file before
the Board.

B. Applicantdés Evidence
1. Notices of Reliance

a. First Notice of Reliance on excerpts from the May 14,
2021 discovery deposition of Rodney Sacks and selected
exhibits . 54 TTABVUE, Exhibits 113 -120.

b. Second Notice of Reliance on additional excerpts from
the May 25, 2021 discovery deposition of Eben McGarr and
selected exhibits . 56 TTABVUE, Exhibits 121 -125.

c. Third Notice of Reliance on

1 printouts from the TSDR database of Applicant & s
prior registrations:

0 Reg. No. 4049254 for the mark MAD MONSTER
f o rGenéral feature magazine in the field of
horror, 0 i ssued Ap r iIMONSTER ¢ 2011
disclaimed) ;

0 Reg. No. 5572940 for the mark for
oRadi o broadcasting, 6 i ssued
(RADIOOG di sc)] ai med)

1 printouts from the U S P T Olgaslemark Electronic
Search System (TESS) database of a list of third -
party mar ks inclandi ng omonster 0;

Octob
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1 printed publications in general circulation
purporting to show Applicantds use o
TTABVU E, Exhibits 126 -135.11

2. Testimony

a. Declaration of Eben McGarr. 68 TTABVUE (public
version), 53 TTABVUE (confidential version), Exhibits
A-T.

II. Entitlement to a Statutory Cause of Action

In every inter partes case, the plaintiff must establish its statutory entitlement to
bring an opposition or cancellation proceeding. To establish entitlement to a statutory
cause of action, a plaintiff must demonstrate  both: (i) an interest falling within the
zone of interests protected by the statute and (ii) proximate cau sation. Corcamore,
LLC v. SFM, LLC , 978 F.3d 1298, 2020 USPQ2d 11277, at *4 (Fed. Cir. 2020).
Demonstrating a real interest in opposing registration of a mark satisfies the zone -
of-interests requirement, and demonstrating a reasonable belief in damage by t  he
registration of a mark demonstrates damage proximately caused by registration of
the mark. Id. at 7-8.

Opposer has properly made its pleaded registration s of record by submitting a
fcurrent copy of information from the electronic database records of the Office
showing the current status and title of [each] registration . dérrademark Rule
2.122(d)(1), 37 C.F.R. § 2.122 (d)(1). The pleaded registration s establish Opposerd s

direct commerci al interest and real interest in the proceeding and its reasonable

LOpposer filed a motion to strike-pagppihtoucfmmt 6s Exh
TESS listing t h dirst®0of t he 1751 Live trademarks using the
Mark. 6 61 TTABVUE. The motion was granted as concec
2022. 62 TTABVUE. We have not considered the listing.
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belief in likely damage , thereby establishing its entittement  to oppose registration of

Appl i crmmkst.8se Her bko | nt 6,308¥.3d1K58,64HUSPR0 IBKS

1377 (Fed. Cir. 200 2) (0ln most settings, a direct com
o0real i n t.ée)Cwnsnglam v. éasdr Golf Corp ., 222 F.3d 943, 55 USPQ2d

1842, 1844 (Fed. Cir. 2000) (pl eadedieat egi str
commer ci al i hef irelikety slamage caa belsteown by establishing a direct

commercial interest) ; Monster Energy Co. v. Lo, 2023 USPQ2d 87, at*11 (TTAB 2023)
(valid and subsisting pleaded registration s made of record establish entitlement to
oppose)

[ll. Likelihood of Confu  sion

A. Priority

Because Opposer 0s pd aead ecord rared gAppdicant has inat n
brought a counterclaim against any of them, priority is not a t issue with respect to
the goods and servicesidentified in the registration s. King Candy Co.v. Eunice Ki ng d s

Kitchen, Inc. , 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974). We also find priority

is not at issue with respect to the M¢N5TBR registration (status and title copy
submitted under notice of reliance) for its identified goods.

B. Analysis of the DuPont Facto rs

Our determination under Trademark Act Section 2(d), 15 U.S.C. § 1052(d), is
based on an analysis of all of the facts in evidence that are relevant to the factors
bearing on the issue of likelihood of confusion. Inre E. I. du Pont de Nemours & Co .,

476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973) (setting forth factors to be

10
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consi der ed, MDePordf ae t ovargngeghtd may be assigned to each

DuPont factor depending on the evidence presented. See Citigroup Inc. v. Cap. City

Bank Grp.Inc .,637 F. 3d 1344, 98 USPQ2d 1253, 1260 (F

the DuPont f act ors are necessarily O0relevant or of

any one of the factors maylnre SheltQi€d ., W2 FR2dr t i c u |

1204, 26 USPQ2d 1 6 8 7 , 1688 (Fed. Cir. 1993) (o0the va

play more or | ess weighty roles in any partic
In any likelihood of confusion analysis, two key factors are the similarit ies and

dissimilarities between the marks and the degree of relatedness between the goods

or services as set forth in the application(s) and registrations of record . Seeln re

i.am.symbolic, LLC , 866 F.3d 1315, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017) ( dThe

likelihood of confusion analysis considers all DuPont factors for which there is record

evidence but dnay focus ... on dispositive factors, such as similarity of the marks and

relatedness of the goods.8)dquoting He r b k o, 64 USPQAd at 1380; Federated

Foods, Inc. v. Fort Howard Paper Co ., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976)

(0The fundament al i nguiry mandated by A 2(d)

differences in the essential characteristics of the goods and differences in the

ma r k sBedayse we consider the likelihood of confusion facto rs for which there is

evidence and argument , In re Guild Mortg. Co. , 912 F.3d 1376, 129 USPQ2d 1160,

1162-63 (Fed. Cir. 2019),we f ur t her consi der whether Oppos

family of marks, the strength of Oplssesefr 3s ma

prospective consumers, the alleged sophistication of the consumers , whether there

11
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has been actual confusion given any opportunity for confusion to have arisen, and
Applicantds intent .iOpposrebeasche burdgn of dstablismgr k s
that there is a likelihood of confusion by a preponderance of the evidence.
Cunningham , 55 USPQ2d at 1848.

1. Opposerds All eged RP®duPort yacofNindMar k s

We first consider whether Opposer has proven that it  owns a family of marks
under the ninth DuPontf act or. This factor considers o[t]
a mark is or is not used (house mark, f @ mi nhagk §product mark) .DaPont, 177
USPQ at 567. Opposer alleges in the notice s of opposition that it owns a family of
marks containing the term MONSTER , 1 TTABVUE 1 0, and refers to its alleged
family in its brief. oTrhe family of MONSTER Marks share at least the term
MONSTER as a common characteristic and the MONSTER Marks appear together
at least in the s ame advertisements and/or at point -of-sale displays (e.g., store
displays, refrigerator racks). 60Op pos er 6% TIRABVUE 9.,

OA family of marks is a group of marks havi
only arises if the purchasing public recognize s that the common characteristic is
i ndicative of a ¢ o mmoHan Beautyglic.nv. Atbérto tCuleer @pgods . 6
236 F.3d 1333, 57 USPQ2d 1557, 1559 (Fed. Cir. 2001) (quoting J & J Snack Foods
Corp. V. Mc Do982aHf.xila460, IBdJBAN2d 1889, 1891 (Fed. Cir. 1991));
see alsoShenzhen IVPS Tech. Co. v. Fancy Pants Prods., LLC, 2022 USPQ2d 1035, at
*15 (TTAB 2022) ( 0 Recogni tion of the family of marks

of usage of the common element is sufficient to be indicative of the origin of the

12
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f ami INewEKrgCap Co., Inc.v.ProEra, LLC , 2020 USPQ2d 10596, at *7 -8 (TTAB
2020).
0 Al t h oug hTQnmagreg$t8rReveral individual marks comprising a family
el ement together with one or more other el eme
prefixes, suffixes, or o tNew Era Cap,n2p020 W8RPds o f a
10596, at*6-7. O Thus, ralying onppamisy @marks is relying on common
l aw rights i n t hdd. ab 7] Ag & dvell -knawni tlademadk law
commentator explains:
Whether a family of marks exists is a question of fact based
on the family formati themawredfi sti ncti vene:
the use, advertising and promotion in which the alleged
family of marks appear. Relevant to this enquiry is the
extent to which the proponent of the family has used joint
advertising and promotion of the family in a manner

designed to create an association of common origin for all
mar ks containing the family formative o

4 J. Thomas McCarthy, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 8§ 23.61
(5th ed. 2023).
Opposer bears the burden of proving the existence of a family of MONST ER
marks. New Era Cap, 2020 USPQ2d 10596, at *7; TPl Holdings Inc. v.
Trailertrader.com, LLC , 126 USPQ2d 1409, 1419 (TTAB 2018). Simply owning
multiple registrations or using a number of marks sharing a common element is not
enough. See Black & Decker Corp. v. Emerson Elec. Co., 84 USPQ2d 1482, 1490
(TTAB 2007) (o0Simply wusing a series of simila
exi stence of a Jé&JBnackfoods, 1§ UpBQRd at 1891); Truescents

LLC v. Ride Skin Care, LLC ,81USPQ2d 1334, 1338 (TTAB 2006) ( 0 Me

13
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of the various marks, or registrations thereof, does not suffice to establish a family of

mar k sAlthough Opposer 6 s Ch &o-ChefaExecuive dfficer, Rodney

Sacks, decl ares that Oppoistrations,salong with @aina [-of-t r a d e m

sale catalogs, compri se oexemplary exhibitsd showing

MONSTER -inclusive marks share the similar characteristics and are advertised and

sold alongside each other,6 47 T T AB \dJBoted4 the federal trademark

registrations have no probative value by themselves in showing how consumers may

perceive Op p o s marké.See, e.g.Hester Indus., Inc. v. Tyson Foods Inc. , 2 USPQ2d

1645, 1647 (TTAB 1987) (o[l ]t i s ofaemlnbersfett!| ed

marks sharing a common feature (or even ownership of registrations thereof) is

insufficient to establish a claim of ownershi
We turn then to an examination of which  marks are used by Opposer, its licensees,

and its sponsored teams and athletes. In his declaration, Sacks i denti fied O]

family as including the marksMONSTER, MONSTER ENERGY, JAVA MONSTER,

M MONSTER ENERGY, LO -CARB MONSTER ENERGY, and the MONSTER

ENERGY and claw design mark. 47 TTABVUE 4. 12 The mark MONSTER , however,

12 Opposer has been inconsistent in defining its alleged family. Compare Opposer 6s bri e
OMonster 6s f ami knglusivef markbChisSgiolrRio include many other marks

t hat contain MONSTER, such as MONSTERE, MONSTER
MONSTER ASSAULT®, JAVA MONSTER®, M MONSTER ENERGY®, LO -CARB

l ' MYNIFTER

mgNgren _ fff =nEReT

MONSTER ENERG Y®, ===~ ®, and E (hereinafter collectivel
Mar ksd), 6 72 WithABavclkEs 6&, Decl . |, 47 TTABVUE 4: o[ C
MONSTER-i ncl usi ve mar ks has grown to include, for e

MONSTER ENERGY®, JAVA MONSTER®, M MON STER ENERGY®, LO -CARB

14
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is not strictly speaking a member of Opposer & claimed MONSTER family of marks
because it lacks a second term. SeeMcDonald & Corp. v. McSweet, LLC, 112 USPQ2d
1268, 1276 (TTAB 2014) (finding the dMcdmark not part of McDonald & family of dMc-
formative 6 marks). The other marks may form a purported family of MONSTER -
formative marks ;thus we examine below the extent to which the evidence shows they
a r disptayed together in advertising and promotional materials and on product
shelves.6 S alze&.s47 TTABVUE 5.

Sacks refers to Oppo saasthoigh theywerekal usedtoyetherc,t i vel y

used together, with two exceptions.
The first is a series of advertisements for energy drinks f r om Opposer 6s we

dated October 2020.13 Each ad feature s a single drink, but include s at the top of the

MONSTER ENERGY®, and "™™® among others (hereinafter collectively, the MONSTER

Marks §6 and Opposer 6s Notice of Op posQptpiocsre,r 68 TawBVY
MONSTER Mar ks includes, but [ s] not | i n8TERRd t o,
ENERGY®, JAVA MONSTER®, M MONSTER ENERGY®, LO CARB MONSTER

ENERGY®, and ™™ ®( her ei nafter coll ecMarksddy, the O6MONSTE

Further, t hree marks are discussed in the brief that are unpleaded and not included in the
definition of 0 MO N StiieE ackdMear r ik shé Ndbiog of eOpposition: (1)

::::::

MWPNITER  (2) MONSTER ASSAULT, and (3) . As with the mark
MONSTER, the MWNITER mark is also not considered part of the family. Mc Donal d &
Corp. v. McSweet, 112 USPQ2d at 1276.

mww
13 The mark is also displayed on the October 2020 advertisements.

15
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ad, a banner with |1 ogos f orAns@xmnmge ad buchcah Opp o s
advertisement , for MONST ER ENERGY ZERO ULTRA, is shown below, with a blow -

up of the banner reprinted below the ad

FOR YOU

}}1‘ MszTER NEWS PRODUCTS PROMOTIONS EVENTS SPORTS MUSIC ocamiNG

2 1 s . e Jul Tie M
TMengTer { MmN TER N AR JUICE ey ”1 MONSTER MONFTER ? IMor
” | YF v ]n MO e /| EEEETE) Rehab AN {

g/

44 TTABVUE 114 -15, Exhibit 82. The beverage titles include JUICE MONSTER,
MONSTER REHAB and MONSTER MAXX.
The second is a photograph that shows five of these same beverages being sold

side-by-side at the NASCAR Cup Series

16
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MUNSTER

ENERGY

IV 'NRSCAR CUP SERIES

————l

Exhibit 41 Page 14 of 15 Testimony Declaration of Rodney Sacks

49 TTABVUE 329. This evidence, although sparse, may show the existence of a family
of MONSTER -formative marks for beverages, in particular energy drinks.
On collateral goods or with its services, the evidence shows Opposer primarily

' I I MYNSTER

uuuuuu

uses the marks MONSTER ENERGY, "% and . See, e.qg., 44

TTABVUE 14, Exhibit 65 , m@intaut of the NASCAR Shop webpage , 6

17
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Ready to Ship Ready to Ship

$25.59 with code $25.59 with code

Men's Kurt Busch New Era Black Men's Kyle Busch New Era Black 2019
Monster Energy SFIFTY Snapback Monster Energy NASCAR Cup Series
Adjustable Hat Champion Victory Lane SFORTY

_ Adjustable Hat
7 Most Popular in Kurt Busch

{J Most Popular in Hats

idat 32, Exhibit 66, a prenMUGCLE&f MOANSFTERE oBng

18
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and 45 TTABVUE 7, Exhibit95 ,adgpr i nt out of a post on Museum

”}"12"12‘;'%"
page.6 44 TTABWeMuseBmofFear post states ] ~2nted |

and the Lafayette Science Museum Foundation: o

facebook m or

Museum of Fear

V... YOU GUYS WANT

CIENCE NUSEUM FOUNDATION © mments 4

FAY

you will never be the Same.

osasieé by }}T MONITER 440
|

Jason Deitenbeck

Liked n shared - good luck
everyone!!

E

. =
] uin ::i @ Debbie Roy
g LLLLE . > shared
a

Liked and sh

Samantha Douet

20 likes left getung close. Shared

Christy Albright Patin
Shared

W) BWILFSCO Cwgnpiod) MOEEN Q)
0 Holly Taylor

1 . VIEIEOItear.arg or 137-191-55 or more Iafarmation * Find o5 on Facedech

In association with its collateral goods and ser vi ces, Opposerd6s wu
MONSTER ENERGY -formative marks identifies Opposer as an event sponsor and
producer of energy drinks . To the extent the evidence shows a family of marks on
collateral goods or with its services, the fami |y oOsurnameo would be
ENERGY . Because App !l i ¢ ant ddd natadoe konsidered a member of any
MONSTER ENERGY family , the claim fails with respect to goods or services other

than beverage goods.
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Significantly , Opposer must establish dahat prior to the entry into the field of
[ Appl i anark thé mdrks containing t he <c¢cl ai med o6familyd feat
substantial number of them, were used and promoted together by  [Opposer] in such
a manner as to create public recognition coupled with an associ ation of common origin
predicated on t h.ed &J Snatk Fopds , I8dUSRQ2d & 1891-92.
Assuming arguendo t hat Opposer &8s mar k sforcollatesatgootdswot e d a f
services, and that the family characteristic was MONSTER rather than th e more
likely MONSTER ENERGY, Opposer has failed to prove that its purported family of
marks came into existence priorto Appl i cant 6s first YYidewEran Marc
Cap, 2020 USPQ2d 10596, at *7 (opposer must prove family of marks e x i s prierd 0
to any date Applicant can rely upon for purposes of priority ¢ )Hester Indus., 2
USPQ2d at 1647 (owner of family of marks must show by competent evidence that
oprior to the first use by the alleged inter]
family creat e @&moag purchasers an association of common ownership based upon
the damily écharacteristic. 6 ) .

Accordingly, the ninth  DuPont factor is neutral insofar as Opposer has not shown
the existence of a family of marks prior to any date upon which Applicant m ay rely.
I n addition to ofami |l y 6 hiscfactorsconsidens dhe ivavietysof h owe v
goods on which a mark is used . The evidence proves that Opposer uses and licenses

its marks for use on a wide array of collateral goods such as clothing, jewelry |, sports

14 Applicant testified that he first used his mark in March of 2010. 53 TTABVUE 3. A flyer
from October 24, 2011 bearing the mark MAD MONSTER PARTY and design was attached
to his declaration. Id. at 31, Exhibit I.
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bags, and calendars and promotes its goods through the sponsorship of athletes and
athletic competitions, 47 TTABVUE  13-20, and through promotional giveaways of
beverages during sporting professional events. 47 TTABVUE 24 -5. Opposer may also
offer restaurant or bar services at sporting events, such as the Summer X -Games in

2015.

o111 1 UMNITER

49 TTABVUE 314 , Exhibit 40 .
Based on the evidence, we find t he ninth DuPont factor favors a finding of
likelihood of confusion insofar as it relates to the variety of goo  ds upon which Opposer
uses its mark , but not with respect t t¢the &istpnoesotar 6 s at t
family of marks . Thus, Opposer must establish the presence of a likelihood of
confusion based upon one or more of the separately pleaded marks. TPl Holdings,
126 USPQ2d at 1420 (citing Truescents, 81 USPQ2d at 1338). Of the marks Opposer

asserts, its registration for the mark MONSTER ENERGY , coupled with its
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corresponding identified goods and services, is most likely to support a likelihood of

confusion claim. 15> We also consider Reg. No. 6451182 for the mark M¢N5TER
for anon-alcoholic beverages, namely, soft drinks, energy drinks, sports drinks, and
fruit juice drinks. o

If Opposer prevails on its Section 2(d) claim on these registrations, then
consideration of the others would be unnecessary . If Opposer does not, then
consideration of the other less relevant registrations would not assist Opposer.
Accordingly, we focus on these two registrations. See, e.g, N. Face Apparel Corp. v.
Sanyang Indus. Co., 116 USPQ2d 1217, 1225 (TTAB 2015) (citing In re Max Cap.
Grp. Ltd. , 93 USPQ2d 1243, 1245 (TTAB 2010)).

2. Strength of Opposerd6s mar Kk

In determining the strength of a mark, we consider both its conceptual strength
based on the nature of the mark itself and its commercial strength, based on the
marketplace recognition value of the mark.  See In re Chippendales USA, Inc. , 622
F.3d 1346, 96 USPQ2d 1681, 1686 (Fed. Cir. 20
both by its conceptual strength (distinctiveness) and its marketplace strength €. 0)
Top Tobacco, L.P. v. North Atl . Operating Co., Inc. , 101 USPQ2d 1163, 1171-72 (TTAB
2011) (the strength of a mark is determined by assessing its inherent strength and

its comm ercial strength) .

5 Reg. No. 4721433, f ppomoting lg@ods samdr servicese ia theo $port)
motorsports, electronic sports, and music industries through the distribution of printed,
audio and visual promotional materials; promoting sports and musicev  ents and competitions
for others. 6
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a. Inherent Strength of MONSTER ENERGY and M¢N5TER

To determine the conceptual strength of Op p 0 s e r 8ss we realudte their
intrinsic nature, that is, where the marks lie dalong the generic -descriptive -
suggestive-arbitrary (or fanciful)  continuum of words. 6 In re Davia , 110 USPQ2d
1810, 1814 (TTAB 2014). We may consider dictionary definitions i n connection with
determining conceptual strength of a mark. See e.g., Hancock v. Am. Steel & Wire
Co. of N. J., 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953) (dictionary definitions
c onsi dte deeedninedthe ordinary significance and meanings of words 0 )In re
FabFitFun, Inc ., 127 USPQ2d 1670, 1673 (TTAB 2018) (dictionary definition of
0 s mo k i napnsideved i relation to cosmetics).

Because the marks are registered on the Principal Register , we presume they are
inherently distinctive . Trademark Act Section 7(b), 15 U.S.C. § 1057(b). Moreover,
although the term dmonster 6has several common meaning s in English , none of them

relate to beverages or the provision of sporting or music events. 16 Conceptually,

Opposer6s MONSTER M_q)h[ST_ER raankd are strong marks.

16 The Merriam -We b st er online dicti onaa someththg brisomesne 0 mo n st
unusually large, strange, or terrifying :0an ani mal of strange or terr
monster); one unusually large for its kind (  [t] hat truck is a monster); an animal or plant of

abnormal form or structure; one who deviates from normal or acceptable behavior or

character (an immoral monster); a threatening force; something monstrous; and one that is

highly successful ( [t hat moviewasa monst er at t hAt htps/kvwvanefriant e) . 6
webster.com/dictionary/monster , accessed August 14, 2023. The Board may take judicial

notice of definitions from dictionaries, including online dictionaries that exist in printed

format. Univ . of Notre Dame du Lacv. J. C. Gourmet Food Imports Co., 213 USPQ 594 (TTAB

1982), affd@, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); Inre S. Malhotra & Co. AG , 128

USPQ2d 1100, 1104 n.9 (TTAB 2018).
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b. Market Strength  of MONSTER ENERGY and MWPNITER

Market , or commercial, strength of a mark is the extent to which the relevant
public recognizes a mark as denoting a single source. Market strength may be
measured indirectly by the volume of sales and advertising expenditures in
connection with the goods or services sold under the mark, and other factors such as
length of time of use of the mark; widesprea d critical assessments; notice by
independent sources of the goods or services identified by the marks; and the general
reputation of the goods or services. Omaha Steaks Int @ Inc. v. Greater Omaha
Packing Co., Inc., 908 F.3d 1315, 128 USPQ2d 1686, 1689-90 (Fed. Cir. 2018) ; Bose
Corp. v. QSC Audio Prods. Inc. , 293 F.3d 1367, 63 USPQ2d 1303, 1308 (Fed. Cir.
2002) (recognizing indirect evidence as appropriate proof of strength  even in absence
of market share statistics where other indicia point to stre  ngth); Tea Bd. of India v.
Republic of Tea Inc. , 80 USPQ2d 1881, 1899 (TTAB2006) ( 6 [ T] he f ame of a m
be measured indirectly, among other things, by the volume of sales and advertising
expenditures of the goods traveling under the mark, and by the le  ngth of time those
indicia of commerci al awa.ineéandemn,f thdieasweederce en e v i
in the record, we consider whether the mark has commercial weakness in the
marketplace. DuPont, 177 USPQ at567.27 A mar k 6 s r esatoagra spectrant

from very str ondsephdhelpeVvingyardselLa&yv. Kairmont Holdings,

17 We have been presented with no such evidence in this case.
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LLC, 857 F.3d 1323, 122 USPQ2d 1733, 1734 (Fed. Cir. 2017) (internal quotations
omitted).

Although Opposer first used its mark in 2002, | ong use is not determinative of
market strength absent other indicia of commercial awareness. See, e.9.,GJ & AM ,
2021 USPQ2d 617, at *41 -42 (TTAB 2021) (25+ years not sufficient to prove acquired
distinctiveness); Alcatraz Media, Inc. v. Chesapeake Marine Tours Inc , 107 USPQ2d
1750, 1766 (TTAB 2013) (19 years use insufficient to prove acquired distinctiveness);

In re Packaging Specialists, Inc. , 221 USPQ 917, 920 (TTAB 1984) (16 years ds a
substantial period but not necessarily conclusive or persuasive 0 on acquired
distinctiveness).

In support of its argument that its OMONSTER brand has become famous ,6 7 2
TTABVUE 19, Sacks testified that Opposer yearly sells about 2.5 billion cans bearing
the 0 MONSTER MmathelJgitéd States, resulting in $3 .52 billion in gross sales
of 0 i t er lind ofrbeverage so6 in the year ending December 31, 2021, steadily
increasing each year from $1.43 billion in 2011. 47 TTABVUE 19. Opposer 0 s
drinks are all egedl y oseling engrgy tdrinks intthe nitedw o
States,6h o | d ia 81g9% &hare of the measured Total Non -Alc (TNA) energy drink
market [for a] five week period ending January 1, 2022 .61d. Sacks also stated that a
ovast ma(lpub moi spegific figure is given) o f Opposer ds 9. 4
promotional costs has gonetowards promotingt he O MONSTER Mar kso

States. Id. at 20. As noted, Opposer also sells a variety of collateral merchandise

bearing the MONSTER ENERGY and M¢N5TER marks through third -party
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|l icensing arrangements, and by Osponsoring an

auto exhibitions, sporting events, parties, conventions, trade shows, and Halloween

and horr orld a8.dviarty sew® articles and media report on the success of

Opposer 6s beverages and its sponsorship of such
|l njecting a measure of al | eqgeApplivaettestiiicd ss 1 n

that the ogeneric term monster is commonly used among horror conventions , 6 and

t hat h eperdorsak knowledge of Monsterpal ooza, Monster-Mania Con and

Monster Comic Con.6 53 T T AB-X3J Eopids2of advertisements for these

conventions are attached as Exhibits , along with Appl i cant 6s fl yer ad:

0 MAD MONSTER PARTY. The flyer describes the

portrayed O0The Monster from Hammer ds The Horrocc

Nivn

Mad Monster

David Prowse joinsrthe PartyliDavidisbesttknown as
Julian from A Clockwork Orange, TheyVionster from
Hammer’s The Hofror of\Erankenstein andshe played
the abusive father ofsa farm boy-imsome-70Q's. flick.

4 Comments
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53 TTABVUE 31, Exhibit |
We find that S a c Ke8tisnony and the articles and stories about the renown of

MONSTER ENERGY drinks establish that MONSTER ENERGY and

M¢N5TER are well-known marks for beverages. The use of omonst e
activities connected to the horror -genre, however, signal the term has been weakened
in that category.
The Dupont factors relating to strength of the mark  overall favor a finding of
likelihood of confusion .

B. Simil arity or Dissimilarity of the Marks

Under the first DuPont factor, we examine the similarities and dissimilarities of
the partiesd marks in their entireties as t
commercial impression. See Inre Viterrainc ., 671 F.3d 1358, 101 USPQ2d 1905, 1908
(Fed. Cir. 2012) (quoting DuPont, 177 USPQ at 567). dSimilarity in any one of these
elements may be sufficient to find the marks confusingly similar. OIn re Davia , 110
USPQ2d at 1812; accord Krim -Ko Corp. v. Coca-Cola Bottling Co ., 390 F.2d 728, 156
USPQ 523, 526 (CCPA 1968) (dt is sufficient if the similarity in either form, spelling
or sound alone is likely to cause confusion. §).
0The proper t e shy-side compansbn of thesmarkse but instead
Owhet her the marks are sufficiently similar i
such that persons who encounter the marks would be likely to assume a connection
between the par t i €agachdServs. Inc. v. Triumph Learning, LLC, 668 F.3d 1356,

101 USPQ2d 1713, 1721 (Fed. Cir. 2012) (citation omitted). The focus is on the
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recollection of the average purchaser, who normally retains a general rather than a
specific impression of tra demarks. See Inter IKEA Sys. B.V. v. Akea, LLC, 110
USPQ2d 1734, 1740 (TTAB 2014); Sealed Air Corp. v. Scott Paper Co. , 190 USPQ 106,
108 (TTAB 1975).

Appl i can ts@ah cordain khe words MAD MONSTER. They vary with
respect to additional elements: th e standard character mark and one of the design
marks include the word PARTY; both design marks include additional designs (the

oOhead of ardepictios ¢f @ madtini glass) .Op p o s mmarké are MONSTER

ENERGY and M¢N5TER.

Comparing Ap p | i cMAD M@GNST ER PARTY mark and Op p 0 s MONS&EER

ENERGY and M¢N5TER marks for similarities and differences in appearance,
pronunciation, and connotation, although all contain the term MONSTER, none of
the additional features of Opposersuggmeantksa omad amoombasbel

par tAyp.pd i cant 6s mar k does not s uggeAsptp | d ecnaenrtgdys.

standard character mark asdepi cted in the same fonseestyl e
Trademar k Rul e 2.52((a), t he wor ds 0 Mad e F
OMONSTERG al t er i ts meantihneg worrodn & nhcantFuttleefy 6 al or

assuming strict application of Rule 2.52, there is nothing in the record to suggest that
the stylized 006 has acquired di stinctivene:
consumers would perceive its (assumed)pr esence i n Apgslindicatgt 6 s ma

the source of the services to emanate from Opposer.
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The wording 0 MAD MONSTEROG personalizes the genera
changes it, with assistance from the alliteration and, for the des ign marks, the
portraiture, Il nto a specific character. That |
inform the consumer of the type of monster involved, it forms a unitary phrase
personifying the creat RPARAYSO Tshueg gaedsdti st pbsuogaal t hweorr i

creatures. These connotations are ent i r el y absent MONSIER Oppos

ENERGY or M¢N5TER marks.Opposer ds mar k MONSTER ENERG
attenuated from Applicantds mar ks given the n
imbues the mark with allusion to th e energy-pr ovi di ng nature of Opp
and supplements; or when applied to extreme sports, competitions, and music
events.18 As for the unusual and unique monster head design, it creates a strong
i mpression upon the viewer by immediately dr av
di stinguishes the two marks in which Bde, appea
e.g.,Jack Wolfski n Ausrustung Fur Draussen GmbH & Co. KGAA v. New Millennium
Sports, S.L.U ., 797 F.3d 1363, 116 USPQ2d 1129, 1135 (Fed. Cir. 2015) ( Board can
oi n appropri at e giwe igreatan meightato c design component of a
composi t elnm@avatinski ; 113 USPQ2d 1166, 1168 (TTAB 2014).

When Appl i cantds and Opposero6s marks are con

connection with the par the m@kd engenderdssfficiantlyd s er vi

Bo0Energyo6 is defined, i nter al i a, as a oO0dynamic
active, 0 and as a ovi gor ohitss://wewreerriami ewebster.om/ p o we r . ¢
dictionary/energy , accessed September 1, 2023. Judicial notice may be taken of di ctionary

evidence. Univ . of Notre Dame du Lac , 213 USPQ at 594.
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different overall commercial impressions such that they would not be considered
confusingly similar. The first DuPont factor weighs in favor of a finding of no
likelihood of confusion.

C. Similarity or Dissimilarity of the Goods and Services

We next consider the second DuPont f act or , o[t]he similarity
nature of the goods orservicesas descri bed i n an appOuPontati on ¢
177 USPQ at 567. Our comparison is based on the goods and services as identified in
Appl i cant 0 ss aadptipelgoodsaandiservices identifiedin Opposer ds pl eac
registration s. See Stone Lion Cap. Partners v. Lion Cap. LLP , 746 F.3d 1317, 110
USPQ2d 1157, 1162 (Fed. Cir. 2014) (citation omitted) . The goods and services need
not be identical or even competitive to find a likelihood of confusion. On-line Careline
Inc. v. Am. Online Inc ., 229 F.3d 1080, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot,

Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000). They need only
be o0rel ated i n s dthecirauastancesrsurraunding thair marketing
are such that they could give rise to the mistaken belief that [the goods and services]
emanate from t he Coach Bervs.,slOlu USP@2ddat 1722 (quoting
7-Eleven, 83 USPQ2d at 1724).

Appl i cgaodgatesaogener al feature magazine in the
culturebod and hi s services ar e oorgani zing
entertainment purposes services, namely, organizing and conducting conventions in
the fields of horror and popular ¢ u | t Unasmuch as the question of registrability
of an applicantds mar k must be decided on th

and/or services set forth in the application , Octocom Sys. Inc. v. Houston Comps. Svcs.
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Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990), we are mindful that
Applicantdéds magazines and conventions are re
popular culture.

Opposer argues that both partiesd entertainn
oe. g., S por-gpart, s, muau tcq ®@onventions, O and t hat
organi zed, sponsored, and/ or participated in
Opposero6s Brief,. We2 altclcABPYUBEpHIbser ds argument
may be described as relating to popular cul ture and are not restricted to Halloween
or horror-t hemed events. An example is Opposer s s
Summer 00X Gameso for extreme sports, which it
TTABVUE 34. -spodsoredc athdetes, with MONSTER -branded gear and
equi pment, participat eld at36.Oppbserhasfalsotspgoessred g a me s
Olympic athletes, id. at 38, and NAS @WA&3% Howvevervgerenghe
somewhat vague nature of the term oatoysul ar cu
situation, it is not improper to consider the extrinsic evidence showing that Applicant
restricts his services to horror -t h e me d activitied,j. dnadlcGairmc
Deposition, 46 TTABVUE 10. Applicant agttees t he
ocelebrities and other influencersdé that are f
pop culdture. 6

As for Opposer, to the extent Opposer argues that its entertainment events relate
to the horror genre, Sacksidentified four Halloween or horror -themed events at which

Opposer supplied beverages: the October 2012 Oblivion Haunted House event in
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Menasha, Wisconsin; the October 2013 Museum of Fear in Lafayette, Louisiana ; the

October 2016 Halloween Hell Ride in Los Angeles, California ; and the October 2019,

New York City, NY , Dia de los Muertos parade. Sacks Decl.,, 47 TTABVUE 10,

Exhibits 6 and 7. Opposer submitted copies of photographs and promotional

materials in connection with these events, and attached two spreadsheets to the

Sacksdeclarat i on: (1) oHall oween events from 2017 t

or atteamnded(,2) Opposerods oproduct sampd,ing ac

Exhibit 9. These spreadsheets indicate Opposerds ac

focusedontreating attendees to samples of various of
The Museum of Fear flyer is depicted supra. Further examples of Opposer ds

advertising for arddepictedhbelow:®®r event so

BSever al of the exhibits are repeats from Oppose
Submitting the documents more than once does not increase their probative value or make
them more convinci ng evidence.
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Id. at 260.

”} MUNSTER  news PRODUCTS PROMOTIONS EVENTS SPORTS MUSIC GAMING

THRASER

Halloween Hellride 2016
[ £

O ur annual bowl bash at the Diamond Mine never disappoints. Cheers to Ben Hatchell for taking
home the top spot. .

% Halloween Hellride 2016

Document title: Halloween Hellride 2016
Capture URL: hitps:/iwww. .com/ hellride-2016

Capture timestamp (UTC): Wed, 10 Mar 2021 19:25:24 GMT Page 10f3
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w’ 1. I 235 Days il Submit Event | My Account
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Spooky, Kooky, Halloween Fun

Thingsto Do~ Haunted Attractions~  Resources~  EventAdmins~

HauntedWisconsin | News / Monsler Energy Weekend al Oblivion

October 11, 2012 Posted By- Jenny

Monster Energy Weekend at Oblivion

This weekend is a Monster Energy weekend at Oblivion 1 House. The first
50 people o purchase tickels at the gate will receive some Monsier swag. And
when you upgrade to a RIP ticket you will receive a Monster Energy Drink, a
2012 custom Oblivion T-Shirt, and you move to the front of the finel

Also enter into a raffie and win some big time Monster swag! This year Oblivion
Haunted House and Monster Energy are giving away a Snow Board along with
other Monster gifts and goodies. Tickels are $2 and you receive a free Monster
drink with every raffie ticket entered. Come gel scared at Oblivion Haunted House
fueled by Monster Energy.

1} monoTex

SUBSCRIBE TO
DUR NEWSLETTER

mted 83 Wisconsin

Al
HaurttedWiscor

Founded in 2000, Haunted Wisconsin is your bmit F W :

focal guide to spooky, kooky, Halloween fun artaois

Document title: Monster Energy Weekend at Oblivion - Events - News &amp; Updates - News - HauntedWisconsin.com
Capture URL: https://www. 12110111 t gy-weekend-at-obl
Capture timestamp (UTC): Wed, 10 Mar 2021 19:31:16 GMT Page 10f2
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Id. at 264. The fine print reads:
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Opposer also submitted 60 f an6é6 photos, of which at | east
venue. These depict at t endees drinking ;Oywmhtsemindlee bever a
promotional banners displaying the MONSTER ENERGY and claw design and a

truncated versionof Opp oser 6 s styli zed MONSTER mar k,
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